AppL No. 10/685,048 

Amendment Dated September 8, 2006 

Response To Office Action Dated August 22, 2006 

REMARKS 

Applicants acknowledge receipt of the Office Action dated August 22, 2006, which alleges 
that the instant application contains claims directed to two independent and distinct groups. More 
specifically, the allegedly distinct and independent groups include: Group I, including claims 1-15 
and Group II, including claims 16-20, 
Status of the Claims 

All claims are in original fonn as no claims have been amended. 
Provisional Election with Traverse 

Pursuant to MPEP 818 03 and 37 CFR L143, Applicants provisionally elect Group 1, 
claims 1-15, with traverse, for prosecution on the merits should the Examiner repeat liis restriction 
lequiiement and make it final. Applicants offer tlie following reasons for traversing the 
requirement,. 

The Examiner asserts that Groups I and II are related as product and process of use. 
Applicants respectflilly disagiee that the claims of Group II are processes of use. For example, 
claim 16 includes constructing stacked shear walls, attaching a rigid member, and connecting said 
first and second series, among other limitations, Tliese claimed steps indicate a process of making 
a building rather than a process of using a building. 

The Examiner also asserts tliat Groups I and II are distinct if it can be shown that the 
product as claimed can be used in a materially different process of using that product. Li support 
of this, the Examiner proposes that the wall structui'es could be made by a cast-in-piace process by 
pouring cementious material into wall fomiing frames. First, Applicants fiail to see how making 
the wall structures using a cast-in-place process by pouring cementious material into wall frames is 
a process of using a building, Second, Applicants do not believe the reason given by the Examiner 
sup]3orts a distinction between the gioups of claims because there is no material difference between 
the cast-in-place process cited by the Examiner and the product as claimed; more specifically, the 
cited process applies to both gioups of claims, since neither gioup is limited to how the stacked 
shear walls are made. Therefore, for these reasons, Applicants believe the Examiner's restriction 
requirement is in error. 

The Examiner asserts that because the inventions are distinct, restriction for examination 
IHirposes is proper. However, distinctness alone is not sufficient. Congress left it to the 
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Commissioner to detemiine when restriction of multiple inventions is proper (35 USC § 121 ("the 
Director may require ./*)), and the Commissioner has proclaimed that "If the search and 
examination of all the claims in an application can be made without serious burden, the examiner 
mifsf examine them on the merits, even though they include claims to independent or distinct 
inventions" (MPEP § 803 (emphasis added)). 

The question is whether determining the patentability of the identified claim groups places 
a serious burden on tiie examiner. Applicants respectfiilly submit that after detemiining the 
patentability of any one of the inventions, the Examiner can with relatively little effort determine 
the patentability of the remaining inventions . Compare, e g , independent claims 1 and 16, wherein 
a series of stacked shear walls is coupled to another series of stacked shear walls . For at least this 
reason. Applicants maintain that the restriction requirement is improper. 
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Caiiclusiait 

In the course of the foregoing discussions, Applicants may have at times refened to claim 
limitations in shorthand fashion, or may have focused on a particular claim element. This 
discussion should not be interpreted to mean that the other limitations can be ignored or dismissed. 

Tlie claims must be viewed as a whole, and each liniitatton of the claims must be considered wlien 
determining the patentability of the claims. Moreover, it should be understood that tliere may be 
other distinctions between the claims and the cited art which have yet to be raised, but which may 
be raised in the future. 

Applicants respectfully request reconsideration and that the restriction requirement be 
withdrawn.. It is behoved that each ground of rejection raised in the Office Action dated August 
22, 2006 has been fully addressed. Alternatively, Applicants have provided a provisional election. 

It is believed that no extensions of time or fees are required. However, in the event that 
additional extensions of time are necessary to allow consideration of this paper, such extensions 
are hereby petitioned under 37 C F.R, § 1.1.36(a), and any fees required are hereby authorized to 
be charged to Conley Rose, P.C.'s Deposit Account Number 03-2769 (21 87-001 01), 



Respectfiilly submitted, 




iVmtthew R. Mo^icki 
Reg., No. 57,524 
CONLEY ROSE, P.C, 
P, 0. Box 3267 
Houston, Texas 77253-3267 
Telephone (713)238^8000 
Facsimile (713) 238-8008 
ATTORNEY FOR APPLICANTS 
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